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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 1 36(a). In no event, however may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the maximum statutory penod will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 133) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on 20 June 2002 . 
2a)\Z\ This action is FINAL. 2b)EI This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) [i] Claim(s) 1-5 and 7 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) [I] Claim(s) 1-5 and 7 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted orb)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: a)\Z\ approved b)n disapproved by the Examiner. 

tf approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the prionty documents have been received. 

2. \Z\ Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) H Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

i 1) O Notice of References Cited (PTO-892) 4)0 Interview Summary fPTO-41 3) Paper Nofs). 

■ 2) Q Notice of Draftsperson s Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

! 3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) G Other: 
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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1, 17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 
CFR 1.114. Applicant's submission filed on 6-20-02 has been entered. 

Applicants' amendment filed 3-25-02 has been entered. Claims 8-12 have been canceled. 
Claims 1-5 and 7 are pending and under consideration. 



Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(e) the invention was described in a patent granted on an appHcation for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371(c) of this title before the invention 
thereof by the appHcant for patent. 

(0 he did not himself invent the subject matter sought to be patented. 

(g)(1) during the course of an interference conducted under section 135 or section 291, another inventor 
involved therein establishes, to the extent permitted in section 104, that before such person's invention 
thereof the invention was made by such other inventor and not abandoned, suppressed, or concealed, or (2) 
before such person's invention thereof, the invention was made in this country by another inventor who had 
not abandoned, suppressed, or concealed it. In determining priority of invention under this subsection, there 
shall be considered not only the respective dates of conception and reduction to practice of the invention, 
but also the reasonable diligence of one who w as first to conceive and last to reduce to practice, from a time 
prior to conception by the other. 
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2. Claims 1-5 and 7 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Lishko et al., US Patent No. 5,753,263. 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

The present application discloses a method to inhibit chemotherapy-induced alopecia by 
delivering a nucleotide sequence encoding p21 protein to hair follicles of a mammal, wherein 
said nucleotide sequence can be contained in a vector or liposomal formulation. 

Lishko discloses a method of preventing chemotherapy-induced alopecia by delivering an 
expression vector comprising a nucleic acid molecule coding for p21, entrapped in a liposomal 
composition (column 45, 46). Thus, claims 1-5 and 7 are clearly anticipated by Lishko. 

Claims 1-5 and 7 are rejected under 102(f) or (g) as the issue of priority under 35 U.S.C. 
102(g) and possibly 35 U.S.C. 102(0 of the present invention needs to be resolved. 

Since the Patent and Trademark Office normally will not institute an interference between 
applications or a patent and an application of common ow^nership (see M.E.P.. 2302), the 
assignee is required to state which entity is the prior inventor of the conflicting subject matter. A 
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terminal disclaimer has no effect in this situation since the basis for refusing more than one 
patent is priority of invention under 35 U.S.C. 102(f) or (g) and not an extension of monopoly. 

Failure to comply with this requirement will result in a holding of abandonment of this 
application. 

It should be noted that the amendment filed 3-25-02 requesting deletion of inventors 
Ming Zhao and Norimitsu Saito is incomplete and improper. Ming Zhao, Norimitsu Saito and 
Lingna Li are considered the inventors of the present application. It is unclear how Li, who 
contributes, i.e. to give or supply in common with others, to the subject matter of claim 1, could 
be the sole inventor of the present application but Ming Zhao and Norimitsu Saito do not invent 
the subject matter of the present invention. In naming Zhao and Saito as the original jointing 
inventors, the original declaration filed 2-7-00 establishes that at least one of Zhao or Saito 
contributed to or solely invented the subject matter of original claims 1-5 and 7. Therefore, 
applicants' petition under 37 CFR 1.48(b) to correct inventorship filed 3-25-02 is improper. If 
the original declaration was in error with respect to claims 1-5 and 7, then applicants must 
comply with 37 CFR 1.48(a) to correct inventorship (see 37 CFR 1.48(a) (1) to (5)). 



Conclusion 



No claim is allowed. 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Shin-Lin Chen whose telephone number is (703) 305-1678. The examiner 
can normally be reached on Monday to Friday from 9 am to 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Scott Priebe can be reached on (703) 308-73 10. The fax phone number for this group 
is (703) 308-4242. 

Questions of formal matters can be directed to the patent analyst. Patsy Zimmerman, 
whose telephone number is (703) 305-2758. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist, whose telephone number is (703) 308-0196. 

Shin-Lin Chen, Ph.D. 




